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DETAILED ACTION 

Response to Amendment 

The amendment filed on 9/15/05 and the remarks presented therewith have 
carefully considered. Applicant's arguments with respect to claims 1-24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1,2,5,6,11-17,24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Boyd et al. 

1 . Re claim 1 , Boyd et al discloses a vacuum gripper (fig 33A) for suctioning 
workpieces comprising: a flexible suction body (192); a side of the suction body facing 
the workpiece including a sealing lip (200) bounding a vacuum chamber (194) and the 
vacuum chamber is connected by air flow to a vacuum connection; the suction body 
having a contact surface (198) abutting the workpiece with prevailing vacuum in the 
vacuum chamber and a microstructure (199; fig 33C ) projecting from the contact 
surface and formed of one of rod, louver, and pin-shaped elements (col. 19, lines 1-11). 
The elements having a free end intersected by a longitudinal axis of the elements, the 
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free end being displaced away from the contact surface and the longitudinal axis 
oriented so as to intersect the contact surface (fig 33B; col. 19, lines 1-15). 

It is noted that the microstructure of elements are meant only to be generally 
small and not microscopic in that the disclosure specifies the elements are to be 
between 0.1 and 1mm (10 A -3 meters) in length while a microscopic length would be 
10 A -6 meters. 

2. Re claim 2, the elements are part of a microstructure (fig 33C). 

3. Re claim 5, the elements are disposed as one piece on the suction body (fig 
33C) 

4. Re claim 6, the elements are disposed on a carrier to be attached to the vacuum 
gripper (the pattern of bumps are disposed on the surface 198) 

5. Re claim 11, wherein the elements have a rounded end (col. 19, lines 1-11). 

6. Re claim 12, wherein the elements have a circular cross section (col. 19, lines 1- 
11). 

7. Re claim 1 3, a blade plane for element with a flat cross section extends in the 
circumferential direction of the vacuum gripper (col. 19, lines 1-11). 

8. Re claim 14, the elements project perpendicularly form the contact surface (fig. 
33C). 

9. . Re claim 1 5, the sealing lip (200) is free of the elements (fig 33C). 

10. Re claim 16, the elements extend over 70 to 95 percent of its radius, starting 
from the center of the vacuum gripper (fig. 33C). 

11. Re claim 1 7, the length of the bumps is approximately 1 mm (col. 1 9, line 5). 
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12. Re claim 24, the length of the bumps is approximately 1mm (col. 19, line 5). 

13. Claim 18 rejected under 35 U.S.C. 102(b) as being anticipated by Reimann. 
Reimann discloses a method of producing a suction gripper having a flexible suction 
body (elastomeric insert 3) that includes a contact surface (5), the microstructure 
(9,10,11) formed of one of rod, louver, and pin-shaped elements, the method 
comprising the step of injection molding the suction body (col. 2, lines 31-40). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

14. Claims 3,4,7-10,22,23 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boyd et al. 

15. Re claims 3,4,8 while the suction cup is made from a soft, flexible elastomeric 
material (col. 18, lines 57-60), Boyd does not disclose the material from which the 
bumps are formed. The bumps are disclosed to create a reliable friction grip on the 
heart under vacuum without causing damage to the heart tissue and the soft flexible 
nature of suction cup manipulator (192) is disclosed to allow it to be folded or collapsed 
as it is pushed through an access port (col. 19, lines 23-29). This would suggest the 
bumps also be flexible, not hard, to prevent damage during contact to with the heart 
tissue and collapse and folding of the entire suction cup. Therefore it would have been 
obvious to one of ordinary skill in the art to form the bumps from a soft, flexible, material 



Application/Control Number: 10/767,641 Page 5 

Art Unit: 3652 

such as plastic, rubber or any other elastomeric material in order to prevent damage 
during contact to with the heart tissue and permit collapse and folding of the entire 
suction cup. 

16. Re claim 7, Boyd et al discloses an alternate embodiment including a high friction 
material cast on the surface of the suction cup serving as a film or layer of fabric (col. 
19, lines 13-19). 

17. Re claim 9, 1 0,22,23, Boyd et al discloses the height of the bumps as 1 mm and 
the geometry and the pattern of the bumps creates a reliable grip on the surface of the 
heart tissue (col. 19, lines 1-12). Boyd et al does not disclose the thickness of the 
bumps. It would have been obvious to one of ordinary skill in the art to construct the 
bumps to be thick enough to provide a "reliable, flexible, friction grip" but slender 
enough to prevent damaging the heart tissue. 

Allowable Subject Matter 

Claims 19-21 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to claims 1-24 have been considered but are 
moot in view of the new ground(s) of rejection as described above. 
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Applicant has argued that Reimann US 6,203,083 does not disclose a flexible 
suction body because Reimann discloses reinforcing the body with glass fibers. In 
response Reimann clearly discloses an "elastomeric insert 3 formed as a single piece 
comprising an annular bearing member 8 which surrounds the suction opening." The 
elastomeric insert 3 is clearly the base on which the microstructure or ribs (9,10,1 1) are 
placed. The elastomeric insert 3, elastomeric bearing members 8, and elastomeric ribs 
(9,10,11) are formed by injection molding (col. 2, lines 31-40). The fact that Reimann 
discloses "the adhesion properties are increased if the base body is reinforced for 
example with glass fiber" is a suggestion made in the summary of the invention and 
does not mitigate the fact that the suction body and elements are formed of elastomeric 
material defined by Merriam Webster's Online Dictionary as any of various flexible or 
elastic substances resembling rubber. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Esther 0. Okezie whose telephone number is (571) 272- 
8108. The examiner can normally be reached on Mon-Thurs 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen D. Lillis can be reached on (571) 272-6928. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



EOO 11/26/05 




